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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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9) Q The specification is objected to by the Examiner. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
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DETAILED ACTION 

Election/Restrictions 

1. Applicant's election without traverse of Claims 1-9, 11 and 19-29 in the reply filed on 
5/1 1/09 is acknowledged. 

2. It should be noted that there was a typographical error in the Election/Restriction, it 
stated that Invention I was Claims 1-28, when in fact it should have said Claims 1-29. Therefore 
Claim 29 is being considered along with the other claims elected. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a primed publication in litis or a foreign conntr\ or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1, 2, 19, and 27-29 are rejected under 35 U.S.C. 102(b) as being anticipated by 
The Jackson Labratory (www.jax.org). 

5. With respect to Claims 1 and 19: The Jackson Laboratory discloses the use of a business 
which performs a method of providing a plurality of mouse colony management services to 
customers (See Page 3) comprising: 

a. Receiving an order from a customer that indicates a service desired (see Page 8, 
Customer Service and Ordering); 
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b. Providing the plurality of services to the customer by utilizing a core process and 
optionally a service-specific process, whereby the core process is shared by a plurality of 
services (See Related Services, Page 3). 

6. With respect to Claim 2: See Page 5. 

7. With respect to Claim 27: The Jackson Laboratory discloses the use of a system for 
providing a plurality of mouse services comprising a customer module (Page 8), a surgery and 
invitro module as well as a cryo-preservation module (See Pages 3 and 4). With respect to the 
limitation "wherein the plurality of mouse management services are provided to customers by 
utilizing a combination of at least four of these modules" is considered to be intended use of the 
system. Furthermore, the system only requires three of the modules, therefore how can four then 
be utilized? 

8. With respect to Claim 28: The Jackson Laboratory offers information which is all found 
on a website and discloses the use of education. Therefore the examiner considers the system to 
be computer implemented. 

9. With respect to Claim 29: This claim is rejected as being directed to an unselected 
species of the Markush group in Claim 27, the live animal module was not selected as one of the 
three modules of Claim 27. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1 1 . Claims 3-9, 1 1 and 20-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
The Jackson Laboratory. 

12. With respect to Claims 3, 8, 20 and 25: Jax discloses (page 13) that the laboratory- 
operates a frozen mouse embryo repository which preserves important stocks and strains of mice 
and upon request the strains can be thawed and carried to full term by foster mothers. This 
indicates the breeding services are a form of IVF. The claims are directed to ordering and 
providing services, not a new in-vitro fertilization method. Therefore whatever method used to 
produce the embryo and breed the mouse is considered to be non-functional descriptive material, 
due to the fact that the actual steps of receiving an order and providing services are performed 
the same regardless of the specific method of in-vitro and what stage the embryo is harvested. 
Thus this descriptive material will not distinguish the claimed invention from the prior art in 
terms of patentability, see In re Gulack, 703 F .2d 1381, 1385, 217 USPQ 401, 404 
(Fed.Cir.1983); In re Lowry, 32 F .3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

1 3 . With respect to Claims 4 and 2 1 : See Page 3 . 

14. With respect to Claims 5-7 and 22-24: See Page 4. 

15. With respect to Claims 9 and 26: See Page 6. 

16. With respect to 1 1 : See Pages, 4 and 13. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMISUE A. PLUCINSKI whose telephone number is (571)272- 
6811. The examiner can normally be reached on M-Th (5:30- 4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571) 272-6812. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Jamisue A. Plucinski/ 

Primary Examiner, Art Unit 3629 



